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Art Unit: 2684 

DETAILED ACTION 

1 . This action is responsive to communications: Application filed on 8/28/2001 . 

2. Independent Claims 1 , 9, 1 2, 1 6, 1 9, 30 and dependent claims 2-3, 5-8, 10-11, 
13-15, 17-18, 20-29 are pending in the case. 

3. Claim 4 has been cancelled. 

4. The present title of the application is (as originally filed). 

5. THIS ACTION IS MADE FINAL. 

Claim Rejections - 35 USC § 103 

t The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

♦ Claims 1-3, and 5-30 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Black U. S. Publication number 20010055411, and in view 
of Keagy U. S. Patent number 6069969. 

6. Regarding claims 1, 9, 10, 11, 12, 13 and 30, Black teaches an electronic 
writing instrument (see for example, Figures 1A-1B), comprising: a body (see for 
example, Figures 1 A-1 B, the body of the electronic writing instrument); a nib 
located at an end of the body for applying writing strokes on a surface (see for 
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example, the electronic writing instrument clearly shows in Figures 1A-1B, and 
describes the nib function that is located at the end of the body for applying 
writing strokes on a surface in paragraph [0009], lines 6-7, and [0030], lines 1-11, 
[0045], lines 4-7); a finger pad on the length of the body on which a fingerprint of 
a user's finger rests when the user is holding the writing instrument in a writing 
position (see for example, the writing instrument in Figures 1A-1B clearly shows 
a finger pad on the length of the body (labeled "fingerprint sensor") which the 
user's finger rests (see for example, one of the embodiments of Black's invention 
in Figure 8)); a fingerprint scanner configured to scan the fingerprint when the 
user's finger is resting on the finger pad and using the electronic writing 
instrument (see for example, paragraph [0009], lines 3-7; Figure 1A-1B (labeled 
"scanner")). 

However, Black does not teach a feature in communication with the fingerprint 
scanner and configured to identify a plurality of fingerprint features of the user's 
fingerprint scanned by the fingerprint scanner; and a converter in communication 
with the feature identifier end configured to convert fingerprint features identified 
by the fingerprint scanner into a private key code. 

Keagy teaches a feature in communication with the fingerprint scanner (see 
for example, Figure 2) and configured to identify a plurality of fingerprint features 
of the user's fingerprint scanned by the fingerprint scanner (see for example, 
Figure 2, column 6, lines 31-43, lines 52-56, and column 11, lines 1-5); and a 
converter in communication with the feature identifier end configured to convert 
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fingerprint features identified by the fingerprint scanner into a private key code 
uniquely identifying the fingerprint (see for example, column 1 1 , lines 1-6, and 
lines 12-23), and deriving a public key code from the private key code and 
incorporating the public key code or private key code into an electronic signature 
(see for example, column 1 1 , lines. 1-35 for creating private and public key codes, 
and further see, column 6, lines 31-43 for creating electronic "signature", Keagy 
teaches creating public and private key code and further does not limit the 
procedure (see for example column 1 1 , lines 39-40) to create electronic 
signature using public key code). 

It would have been obvious to one of ordinary skill in the art at the time 
invention was made to combine Keagy's fingerprint scanner configuration to 
identify plurality of fingerprint features with Black's identify authentication device 
to provide an electronic writing instrument with fingerprint scanner "that captures 
a digital signature (which is the international standard of identification) at the 
same time that the electronic signature (the written text) is captured, the 
combined signature being irrefutable" (Black, [0009], lines 1-5), and to provide 
accurate and high quality fingerprint image for creating private and public key 
codes which are used for identification and authentication (Keagy, column 2, 
lines 17-19, column 4, lines 6-7, and column 11, lines 2-5, and lines 18-23). 
7. Regarding claims 16, 17, 19, 20, 21, 24, and 25, Black teaches executable 
computer media for scanning a fingerprint of a writing instrument user to obtain 
fingerprint data that uniquely identifies the fingerprint (see for example, 
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paragraph [0009], lines 3-10, "Once the identity of the writer has been 
authenticated by comparison against a reference print, the signature of the writer 
irrefutable" (uniquely identifies); and selecting "fingerprint sensor" ([0059], lines 1- 
2) or scanner with microprocessor that can perform specific instructions 
depending on the software program (executable) or computer-readable-media 
[0061], lines 1-13). 

Black does not specifically teach identifying a plurality of fingerprint features of 
the user's scanned fingerprint; and converting the identified fingerprint features 
into a private key code, and receiving fingerprint data from an electronic writing 
instrument and creating a public key code using the fingerprint data; and creating 
an electronic signature using the public key code or private key code fingerprint 
data. 

Keagy teaches identifying a plurality of fingerprint features of the user's 
scanned fingerprint (see for example, Figure 2, column 6, lines 31-43, lines 52- 
56, and column 1 1 , lines 1-5), and converting the identified fingerprint features 
into a private key code (see for example, column 1 1 , lines 1-6, and lines 12-23, 
using computer program or instructional software), and receiving fingerprint data 
from an electronic writing instrument and creating a public key code using the 
fingerprint data (see for example, column 1 1 , lines. 1-35 for creating private and 
public key codes), and creating an electronic signature using the public key code 
or private key code fingerprint data signature (see for example, column 6, lines 
31-43 for creating electronic "signature", and column 11, lines. 1-35 for creating 
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private and public key codes, Keagy teaches creating public and private key 
code and further does not limit the procedure (see for example column 1 1 , lines 
39-40) to create electronic signature). 

It would have been obvious to one of ordinary skill in the art at the time 
invention was made to combine Keagy's fingerprint scanner configuration to 
identify plurality of fingerprint features with Black's identify authentication device 
to provide an electronic writing instrument with fingerprint scanner "that captures 
a digital signature (which is the international standard of identification) at the 
same time that the electronic signature (the written text) is captured, the 
combined signature being irrefutable" (Black, [0009], lines 1-5) and includes a 
computer processor that can be programmed with instructional software that 
adds to its marketability (see for example, [0009], line 2, and [0045], lines 3-7), 
and to provide accurate and high quality fingerprint image for creating private and 
public key codes which are used for identification and authentication (Keagy, 
column 2, lines 17-19, column 4, lines 6-7, and column 11, lines 2-5, and lines 
18-23). 

8. Regarding claim 23, Black and Keagy teach claim 19, and further Keagy 
teaches incorporating the fingerprint data into the electronic signature (see for 
example, column 6, lines 31-43), 

9. Regarding claims 22, 27, 28, and 29, Black and Keagy teach claims 12, 16, 
19, and further Keagy teaches private key code derived from the fingerprint data 
(see for example, column 1 1 , lines 1-23), and), and the private key code includes 
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at least one digit for each feature identified by the feature identifier (see for 
example, column 6, lines 22-56; specifically where the fingerprint data is being 
digitized (lines 31-43) and further where the private key code is generated 
(column 1 1 , lines 1-6, and lines 12-23)), each digit having a value representing a 
degree of the fingerprint feature associated with that digit (see for example, 
column 6, lines 9-56; specifically where the fingerprint data is being digitized, 
lines 31-43). 

10. Regarding claim 18, Black and Keagy teach claim 17, and further Black 
teaches transmitting the fingerprint data to the computing device over a wireless 
link (see for example, paragraph [0009], lines 14-15, [0011], lines 1-11, and 
some of the wireless applications such as paragraph [0022], lines 4-7, and 
[0025], lines 10-16). 

1 1 . Regarding claim 2, Black and Keagy teach claim 1 , and further Black teaches 
the writing instrument comprising a ball point pen cartridge (see for example, 
paragraph [0048], lines 1-4, 14-17 one of the embodiments, and another 
embodiment such as in paragraph [0047], lines 6-8, lines 16-17, and [0049], lines 
3-6), wherein the nib further comprises a ball on an end of the ball point pen 
cartridge (see for example, Figure 7 (the nib), and paragraph [0047], lines 4-8). 

12. Regarding claims 3, 7, 8, and 26, Black and Keagy teach claims 1 , 9, and 
further Keagy teaches the converter is configured to convert fingerprint features 
identified by the fingerprint scanner into a private key code (see for example, 
column 11, lines 1-6, and lines 12-23), wherein the private key code includes at 
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least one digit for each feature identified by the feature identifier (see for 
example, column 6, lines 22-56; specifically where the fingerprint data is being 
digitized (lines 31-43) and further where the private key code is generated 
(column 11, lines 1-6, and lines 12-23)), each digit having a value representing a 
degree of the fingerprint feature associated with that digit (see for example, 
column 6, lines 9-56; specifically where the fingerprint data is being digitized, 
lines 31-43), and the private key code is used to create at least a part of an 
electronic signature identifier (see for example, column 6, lines 22-56; specifically 
where the fingerprint data is being digitized (lines 31-43) and further where the 
digitized data is used for private key code and generation of electronic signature 
(see for example, column 6, lines 52-56, and column 1 1 , lines 1 -6, and lines 1 2- 
23)). 

13. Regarding claim 5, Black and Keagy teach claim 1 , and further Black teaches 
an output port configured to output data from the writing instrument to a 
computing device (see for example, paragraph [0010], lines 5-9). 

14. Regarding claim 6, Black and Keagy teach claim 1 , and further Black teaches 
a wireless transmitter configured to transmit data from the writing instrument to a 
wireless receiver located remote from the writing instrument (see for example, 
paragraph [0009], lines 14-15, [0011], lines 1-11, and some of the wireless 
applications such as paragraph [0022], lines 4-7, and [0025], lines 10-16). 

15. Regarding claims 14, and 15, Black and Keagy teach claim 12, and further 
Black teaches wherein the affixing the electronic signature to an electronic 
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document further comprises scanning a document to create a corresponding 
electronic document and affixing the electronic signature to the corresponding 
electronic document (see for example, paragraph [0002], lines 1-3, the electronic 
signature affix to another document such as identification card; and further 
limitations are explained in paragraphs [001 1], lines 7-1 1 , [0012] - [0016]). 
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Response to Arguments 



16. Applicant's arguments filed 9/28/2001 have been fully considered but they are 
not persuasive. 

Applicant argues (on page 13, second paragraph lines 1 and 2, claims 16-18, 
and 5th paragraph, claims 19-25) that Black does not teach "one or more 
computer readable media having instructions that when executed perform a 
number of steps". Examiner respectfully disagrees. 

The claims are directed to an electronic writing instrument with a 
microprocessor or computer memory for data manipulation including instructions 
or steps to perform specific activities, the only possible way to perform 
instructions electronically is to execute one or more computer readable media. 
Black clearly states the electronic writing instrument includes a microprocessor 
(CPU, RAM, ROM, etc.) with memory (see for example, paragraph [0009], lines 
3-10, [0056], lines 27-32 (this activity will never take place without instruction 
through computer-electronic media), and further selecting "fingerprint sensor" 
([0059], lines 1-2) or scanner with microprocessor that can perform specific 
instructions depending on the software program (executable) or computer- 
readable-media, [0061], and lines 1-13). 
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Conclusion 



1 7. THIS ACTION IS MADE FINAL. 

1 8. Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

19. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. See PTO-892 form. 
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Inquiry 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shaima Q. Aminzay whose telephone number is 
703-305-8723. The examiner can normally be reached on 7:00 AM -5:00 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nay Maung can be reached on 703-308-7745. The fax phone number 
for the organization where this application or proceeding is assigned is (703) 872- 
9314. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the TC 2600's customer service telephone number 
is 703-305-3900. 
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(Examiner) 
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